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Disposition of Claims 
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DETAILED ACTION 



Response to Appeal Brief 



In view of the Appeal Brief filed on September 8, 2006, PROSECUTION IS 
HEREBY REOPENED. A new ground of rejection is set forth below. 

To avoid abandonment of the application, appellant must exercise one of the 
following two options: 

(1 ) file a reply under 37 CFR 1.111 (if this Office action is non-final) or a reply 
under 37 CFR 1 . 1 1 3 (if this Office action is final); or, 

(2) initiate a new appeal by filing a notice of appeal under 37 CFR 41 .31 followed 
by an appeal brief under 37 CFR 41 .37. The previously paid notice of appeal fee and 
appeal brief fee can be applied to the new appeal. If, however, the appeal fees set forth 
in 37 CFR 41.20 have been increased since they were previously paid, then appellant 
must pay the difference between the increased fees and the amount previously paid. 

A Supervisory Patent Examiner (SPE) has approved of reopening prosecution by 
signing below: 



Jeff Smith, SPE 



(Art Unit 3625) 
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Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 1-9 and 11-16 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. These claims are directed to 
"system". However, the claims do not recite any particular structure to constitute a 
"system" (i.e. an apparatus). 

Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-9 and 11-16 are rejected under 35 U.S.C. 112, second paragraph, as 

being indefinite forfaiting to particularly point out and distinctly claim the subject matter 

which applicant regards as the invention. As noted above, these claims are directed to 

a "system" without any structure. Therefore, it is unclear to the examiner what structure 

the Applicant is attempting to claim. It is also unclear to the examiner how a claim 

without any structure can be construed as a "system". 
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Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an international application 
by another who has fulfilled the requirements of paragraphs (1 ), (2), and (4) of section 371 (c) of this 
title before the invention thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act 
of 1999 (AIPA) and the Intellectual Property and High Technology Technical 
Amendments Act of 2002 do not apply when the reference is a U.S. patent resulting 
directly or indirectly from an international application filed before November 29, 2000. 
Therefore, the prior art date of the reference is determined under 35 U.S.C. 102(e) prior 
to the amendment by the AIPA (pre-AlPA 35 U.S.C. 102(e)). 

Claims 1-4, 6, 11, 13, 15, 19, 21, and 30-34 are rejected under 35 
U.S.C. 102(e) as being anticipated by Langseth et al. (US 6,694,316 B1) 
("Langseth"). 

Referring to claims 1. 2. 6, 11, 13, 15, 19, 21. 30, 31. and 34 : Langseth teaches 
an electronic information system, wherein the electronic information system is 
accessible electronically via an electronic communication system (col. 4, lines 11-21; 
col. 15, lines 14-20), wherein the electronic information system is operable to enable a 
customer to access the electronic information system via the electronic communication 
system to electronically create a standing order of a customer specified duration for 
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periodic delivery to a specified customer location of a product, good, or service (col. 13, 
lines 10-47; col. 26, lines 24-51). 

Referring to claims 3, 4, 32, and 33 : Langseth teaches all the limitations of claim 
1 as noted above. Furthermore, Langseth teaches that the electronic information 
system is operable to enable the customer to access the electronic information system 
via the electronic communication system and identify electronically the product, good, or 
service to be delivered periodically under the standing order (col. 26, lines 24-35). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 5, 7, 23, and 35 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Langseth et al. (US 6,694,316 B1) ("Langseth") in view of 

Meissner et al. (US 6,070,001) ("Meissner"). 

Referring to claims 5, 7, 23, and 35 : Langseth teaches all the limitations of claim 
1 as noted above. Langseth does not teach enabling the customer to revise the 
product, good, or service to be delivered periodically under the standing order. 
However, Meissner teaches a system that lets a customer add or delete (i.e. revise) 
services (e.g. channels) to a subscription (col. 8, lines 19-25). Therefore it would have 
been obvious to one of ordinary skill in the art, at the time the invention was made, to 
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incorporate the teachings of Meissner into the system of Langseth. One of ordinary skill 
in the art would have been motivated to do so in order to allow a customer to add or 
delete services from their subscription, as taught by Meissner. 

Claims 8, 9, 20, and 36 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Langseth et al. (US 6,694,316 B1) ("Langseth") in view of 
Schiller et al. (US 6,442,573 B1) ("Schiller"). 

Referring to claims 8, 9. 20, and 36 : Langseth teaches all the limitations of claim 
1 as noted above. Langseth does not teach enabling a customer to establish or revise 
the frequency of delivery of a product, good, or service to be delivery periodically under 
the standing order. However, Schiller teaches a system that allows a user to change 
weekly subscription to monthly subscription (col. 22, lines 57-65). Therefore it would 
have been obvious to one of ordinary skill in the art, at the time the invention was made, 
to incorporate this feature into the system of Langseth. One of ordinary skill in the art 
would have been motivated to do so in order to allow a user to change the subscription 
delivery, as taught by Schiller. 

Claims 14 and 22 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Langseth et al. (US 6,694,316 B1) ("Langseth") in view of Wiecha (US 
5,870,717). 

Referring to claims 14 and 22 : Langseth teaches all the limitations of claim 1 as 
noted above. Langseth does not teach enabling a customer to review a standing order 
for periodic delivery. However, Wiecha teaches a system for ordering items over a 
network that allows a user to review a purchase order (col. 3, lines 45-47). The 
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Applicant's specification discloses that a standing order is a type of purchase order. 
Therefore it would have been obvious to one of ordinary skill in the art, at the time the 
invention was made, to incorporate the teachings of Wiecha into the system of 
Langseth. One of ordinary skill in the art would have been motivated to do so in order 
to allow a user to make changes as necessary to the purchase order. 

Claim 12 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Langseth et al. (US 6,694,316 B1) ("Langseth") in view of Official Notice. 

Referring to claim 12 : Langseth discloses all the limitations of claim 1 1 as noted 
above. Langseth does not disclose that the electronic information system requires the 
customer to provide an authorization identifier before enabling the customer to create 
the standing order. However, Official Notice is taken that it is old and well known in the 
art to use a username and password as a form of authorization identifier. Therefore it 
would have been obvious to one of ordinary skill in the art, at the time the invention was 
made, to incorporate a username and password (i.e. authorization identifier) in the 
invention of Langseth. One of ordinary skill in the art would have been motivated to do 
so in order to verify the identity of the user prior to allowing the user to transfer his or 
her funds. 

Claims 16, 24, and 37 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Langseth et al. (US 6,694,316 B1) ("Langseth") in view of 
Wallman (US 6,338,047 B1). 

Referring to claims 16. 24. and 37 : Langseth discloses all the limitations of claim 
1 1 as noted above. Langseth does not disclose that the electronic information system 
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incorporates business rules provided by a supplier for the creation of a standing order, 
wherein the electronic information system prevents the customer from creating a 
standing order in violation of the business rules. However, Wallman teaches a system 
for creating a standing order that incorporates business rules provided by a supplier for 
the creation of a standing order, wherein the electronic information system prevents the 
customer from creating a standing order in violation of the business rules, (col. 6, lines 
32-46; Figure 3, items "350"). Therefore it would have been obvious to one of ordinary 
skill in the art, at the time the invention was made, to incorporate the teachings of 
Wallman into the invention of Langseth: One of ordinary skill in the art would have been 
motivated to do so in order to ensure that the standing order was created in accordance 
with the supplier's business rules, as taught by Wallman. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Naeem Haq whose telephone number is (571 )-272- 
6758. The examiner can normally be reached on M-F 8:00am-5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jeffrey A. Smith can be reached on (571)-272-6763. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




Naeem Haq, Primary Examiner 
Art Unit 3625 



November 26, 2006 



